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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

FINANCIAL INDUSTRY REGULATORY Opposition No. 91205376
AUTHORITY, INC.

Opposer / Counterclaim Respondent,
Mark: PROCTORU
V.

PROCTORU, INC.

Applicant / Counterclaim Petitioner.

MOTION TO DISMISS AP PLICANT'S COUNTERCLAIM

Pursuant to Federal Rule of Civildeéedure 12(b)(6) and TBMP § 503, Opposer /
Counterclaim Respondent Fingddndustry Regulatory Authdy, Inc. (“FINRA”) hereby
moves to dismiss the counterclaim filedhis proceeding by Applicant / Counterclaim
Petitioner ProctorU, Inc. (“Applicd?) for failure to state a claim.

On May 30, 2012, FINRA filed a Notice of Opjitaan in which it alleged a likelihood of
confusion between FINRA’s well-established PROCT@dk, which is the subject of
incontestable Registration Nos. 1,768,263, 1,766,565, 1,920,891, and 1,797,000 (the
“PROCTOR Regjistrations”) and which FINRA also uses for a variety of other products and
services not specifically mentioned in its mgations (including proding administration and
delivery of computer-based testing and tnagniproviding exams angaining sessions; and
providing testing centers), agplicant’s proposed mark PRAQORU for “online educational
testing services in the field distant learning, namely, admirgsing standardized tests” in
International Class 41.

On August 3, 2012, Applicant filed an Ansito FINRA'’s Notice of Opposition and a

Counterclaim for Cancellation. While not entirelgar, the Counterclaim read in its entirety
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seeks to partially cancellRRA's incontestable PROCTORRegjistrations. The Counterclaim
alleges that because FINRA'’s work involves ttevelopment of rules and regulations and
designing and operating servia facilities used by investment brokerage firms and their
employees, “the scope of the services covered by their [sic] marks should bethrtiietel ow
services' in connection with registration of secueiimarkets, brokerage firms, and individual
brokers.” Dkt. 6 at 8-10 (emphasis added). Agapit then alleges th&iINRA abandoned use of
the PROCTOR mark “beyond brokerage firnand individual brokers."d.

As to each of FINRA’'s PROCTORRegistrations, includingegistrations for goods in
classes 9 and 16, Applicant géss: “Extension of the services beyond FINRA’s admittedly
limited scope of services for securities markbtekerage firms and individual brokers is overly
broad and should be cancelled for servicégothan training, educational testing and
certification of financial professnals and employment skills and abilities for brokerage firms
and individual brokers.’'Dkt. 6 at 1 3-5.

Although the Counterclaim does not specify the grounds under Wbiglicant seeks to
cancel FINRA’s marks, the substance of tloierclaim suggests that Applicant moves to
partially cancel FINRA’s marks under Sectiondf@8he Lanham Act, which gives the Board the
equitable power to cancel registrations in whalén part, “restrict the goods or services
identified in an application or géstration,” or to “othewise restrict or rectyf . . . the registration
of a registered mark.Seel5 U.S.C. § 1068; Trademark Rule 2.133(b)s discussed below,

the Counterclaim is fatally defectiaad the defect cannot be cured.

! Three of the PROCTOR® Registratigmsrtain to goods, not services.

2The counterclaim challenging FINRA's incorti@sie PROCTOR® Registrations cannot be
based on Section 14 of the Lanham Act bec&ygicant does not and cannot allege that
FINRA'’s well-established PROCTR® mark is generic for the goods services identified in
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In addition to proving non-use or abandomtnef the mark in connection with the
relevant goods or services, a pa®geking to restrict a registratitmcertain channels of trade or
classes of purchasers under 8ecii8 must plead and ultim&tgrove that any likelihood of
confusion would be avoiddny such a restrictionEurostar, Inc. v. “Euro-Star” Reitmoden
GmbH & Co. KG, Spezialfabrik Fur Reitbekleidyi§94 TTAB LEXIS 29; 34 U.S.P.Q.2D
1266 (TTAB 1994) (granting motion to dismiss wa@etitioner failed to allege that likelihood
of confusion would be avoided if tmegistration was restted as soughtkee also IdeasOne,
Inc. v. Nationwide Better Health, In009 TTAB LEXIS 86, *4 (TTAB 2009). The party
seeking a restriction also must sypgciearly the proposed restrictiomdeasOne2009 TTAB
LEXIS 86, *4. Here, Applicant fail® identify sufficiently the resttion it is seking, and also
fails to allege facts to establish that timaitation it seeks on FINR’'s marks would avoid a
likelihood of confusion between tlparties’ respective marks.

Applicant cannot cure the defeah its claim because it cannot reasonably allege that its
proposed limitation would avoid likbood of confusion between the parties’ marks. Applicant
has requested that the PROCTORegistrations be limited in sonsaspecified way to services
that are offered for securities markets, brogerirms and individual brokers (notwithstanding
the fact that tree of the PROCTORRegistrations are for goods, not services). Dkt. 6 at 8-10.
The services identified in Applicant’s application, however, “online educational testing services
in the field of distant learning, namely, adrsieiring standardized tests,” do not exclude the
field of financial services, sectigs markets, brokerage firmsiadividual brokers, or the like.
Because there are no limitations as to channdladé or classes of purchasers in the recitation

of services in Applicant’s apgiation, the Board must presumatipplicant’s administration of

the registrations, or that FINRhas abandoned its PROCTOR®nwvith respect to all the
goods and services identified in its registratioBeel5 U.S.C. § 1064.

DB2/ 23441771.2 3



standardized test service®ve in all channels of trade nornfiar those services, and that they

are available to all classes of purchasers for those services, including consumers in the financial
services industry, consumers involved in investta@nd the securities markets, brokerage and
investment firms, and individual dkers or investment advisorSee In re Linkvest S,24
U.S.P.Q.2D 1716, 1716 (TTAB 1992). Thuseewith a limitation of the PROCTOR

Registrations along the lines suggested by Appli, both parties’ extremely similar marks

would cover goods and services related to testingdwiduals involved in the financial services
industry, with the securities maats, and/or with lmkerage firms or individual brokers, which

would not eliminate the likelihood of confusion.

Further, even if the services in Applicanépplication explicithexcluded the fields of
financial services, securities markets, brogerarms, individual bokers and investment
advisors, there would still beligelihood of confusion betweethe parties’ marks due to the
extreme similarity of the marks and the closeliated nature of the tasg products and services
provided under those markSee Penguin Books Ltd. v. Rainer Eberhda@b8 TTAB LEXIS
123, 48 U.S.P.Q.2D 1280, at *20- (TTAB 1998) (rejecting@plicant's cancellation claim
attempting to carve out narrow exception far §oods in opposer's registration because the
proposed restriction would still cover redd goods and would not avoid likelihood of
confusion). This is particullrtrue given the broad scope BINRA’s long-term use of its
PROCTOR Mark, including use that goes beythlgoods and services identified in its
PROCTOR Registrations, as allegéulits Notice of Opposition.

Because Applicant failed to allege azahnot allege that limitations on FINRA’s

PROCTOR Registrations would eliminate ttikelihood of confusion, Applicant's
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counterclaim should be dismissed for failure to state a claim upon which relief can be granted,

with prejudice. Eurostar,1994 TTAB LEXIS 29, at *22-23.

CONCLUSION
For the foregoing reasons, FINRA respatt requests that the Board dismiss

Applicant’s Counterclan with prejudice.

Dated: September 6, 2012 Respectfully submitted,

By: _/s/ Carla B. Oakley

Carla B. Oakley

Jordana S. Rubel

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco, CA 94105

Tel: (415) 442-1301

Fax: (415) 442-1001

Attorneys for Opposer / Counterclaim

Respondent
Financial Industry Rgulatory Authority,
Inc.
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CERTIFICATE OF SERVICE

| hereby certify that a copy of the foreggiMotion to Dismiss Applicant’s Counterclaim
has been sent via first class mail, postagpaid, on this 6th day of September 2012 to:

Howard M. Gitten
Edwards Angell Palmer & Dodge LLP
PO Box 130
New York, NY 10150-0130

/sOordand5. Rubel
Jordana S. Rubel
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